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DETAILED ACTION 
Priority 

1 . Acknowledgment is made of applicant's claim for priority this application # 
09/980,528 filed on 08/22/2002 which is a 371 of PCT/US99/23781 filed on 10/12/1999. 

Drawings 

2. The drawings submitted on 10/15/2001 contain improper hand written text, which 
may affect clarity once reproduced. Appropriate correction is required. 

3. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) 
because they include the following reference character(s) not mentioned in the 
description: 100. Corrected drawing sheets in compliance with 37 CFR 1 .121 (d), or 
amendment to the specification to add the reference character(s) in the description in 
compliance with 37 CFR 1.121 (b) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should 
include all of the figures appearing on the immediate prior version of the sheet, even if 
only one figure is being amended. Each drawing sheet submitted after the filing date of 
an application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

4. The drawings are objected to under 37 CFR 1 .83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "Registry of 
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recipient 's computer " must be shown or the feature(s) canceled from the claim(s). No 
new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121 (d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 

Specification 

5. The disclosure is objected to because of the following informalities: There are 
blank spaces at page 4, lines 17 and 20 in the specification. 
Appropriate correction is required. 
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Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Clainns 11-17 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. As per claim 1 1 , applicant fails to point out distinctly its claim for time required to 
transmit 10% of commercial to recipients. Applicant indicates time required to transmit 
10% commercials to recipients as within 24 hours, or within 2 hours and still more 
preferably within 30 minutes of production (see page 6, lines 12-15). 

9. As per claim 12, applicant fails to point out distinctly its claim for time required to 
transmit 10% of commercial to recipients. Applicant indicates time required to transmit 
10% commercials to recipients as within 24 hours, or within 2 hours and still more 
preferably within 30 minutes of production (see page 6, lines 12-15). 

10. As per claim 13, applicant fails to point out distinctly its claim for ratio of number 
of commercial to number of targeted prospects. Applicant indicates on average at least 
one commercial for every 500 targeted prospects, or one commercial for every 50 
prospects, or still more one commercial for every 10 prospects (see page 6, Iines15-18). 

11. As per claim 14, applicant fails to point out distinctly its claim for ratio of number 
of commercial to number of targeted prospects. Applicant indicates on average at least 
one commercial for every 500 targeted prospects, or one commercial for every 50 
prospects, or still more one commercial for every 10 prospects (see page 6, Iines15-18). 
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1 2. As per claim 1 5, applicant fails to point out distinctly its claim for ratio of number 
of commercial to number of targeted prospects. Applicant indicates on average at least 
one commercial for every 500 targeted prospects, or one commercial for every 50 
prospects, or still more one commercial for every 10 prospects (see page 6, Iines15-18). 

13. As per claim 16, applicant fails to point out distinctly its claim for time required to 
transmit 10% of commercial to recipients. Applicant indicates time required to transmit 
10% commercials to recipients as within 24 hours, or within 2 hours and still more 
preferably within 30 minutes of production (see page 6, lines 12-15). 

14. As per claim 17, applicant fails to point out distinctly its claim for ratio of number 
of commercial to number of targeted prospects. Applicant indicates on average at least 
one commercial for every 500 targeted prospects, or one commercial for every 50 
prospects, or still more one commercial for every 10 prospects (see page 6, Iines15-18), 

Claim Rejections - 35 USC § 102 

15. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

16. Claim 1 rejected under 35 U.S.C. 102(b) as being unpatentable by Dedrick 
(reference EE in the IDS submitted by the applicant). 

17. As per claim 1, Dedrick teaches a method of conducting an advertising 
campaign, comprising: 
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selecting plurality of targeted prospects for the campaign (see Fig. 1; column 2, 
lines 62-65; column 1 1 , lines 46-61 ); 

identifying a marketing characteristics for at least some of the targeted prospects 
(see column 3, lines 43-56; where marketing characteristics such as demographic, 
psychographic and other profile information of targeted prospects are entered by 
prospects through graphical user interface (GUI and stored in personal profile database 
(see Fig. 3)); 

defining a group of component to be included in the campaign, for which there 
are at least two alternatives (see Fig. 3; column 4, lines 47-48; column 6, lines 33-51 ; 
where Content Adapter " 25" customizes electronic content format based on user profile 
data contained in personal profile database); 

subsequently creating a new individualized commercial for each at least some of 
the plurality of targeted prospects by automatically assembling at least one of 
alternatives for each of the components in the group based on at least in part upon on 
the marketing characteristics (see Figs. 7a, 7b; where advertiser creates customized 
commercial based on information provided in the profile; Content Adapter 
"25"configures electronic content format based on user profile data); and 

electronically transmitting at least one of the individualized commercial to a 
recipient having the marketing characteristics upon which the commercial transmitted is 
based (see Fig. 2; Fig. 7b; advertisement transmitted to end user is customized by client 
system based on data entered into consumer profile). 
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Claim Rejections - 35 USC § 103 

18. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

19. Claims 2-8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Dedrick (reference EE in the IDS submitted by the applicant) in view of Fuller et al. 
(reference A in attached PTO-892). 

20. As per claim 2, Dedrick does not teach the method of transmitting at least some 
of the commercials as executable files . 

Fuller et al. teach method of transmitting at least some of the commercials as 
executable files (see Fig. 3; Fig. 5; column 9, lines 49-54; where advertisement modules 
files are executed as executable files). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate method of transmitting at least some of the 
commercials as executable files of Dedrick because Fuller et al. teach that these 
incorporation would give technical advantage in the sense that advertisers can track 
number of computer using software with their advertisements and how frequently the 
advertisement are being viewed (Fuller et al., column 5, lines 1-4). 

21 . As per claim 3, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick does not teach the method wherein at least some of the executable files 



are authenticated. 
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Fuller et al. teach the method wherein at least some of the executable files are 
authenticated (see Fig. 3; column 10, lines 15-23; where checksum routine checks the 
authenticity of the executable files). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein at least some of the 
executable files are authenticated of Dedrick because Fuller et al. teach that 
authentication of some executable files identifies whether the Adware program that 
contains advertisement has been altered or modified in any way (Fuller et al., column 
10, lines 19-21). 

22. As per claim 4, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick further teaches the method wherein 

the marketing characteristic is selected from the group consisting of age, sex, 
and income (Dedrick, column 3, lines 44-46). 

23. As per claim 5, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick further teaches the method wherein: 

the marketing characteristic includes data obtained from information provided in 
response to a previous individualized electronic commercial (see Fig. 2; column 5, lines 
34-49; where client activity monitor 24, tracks consumer variables corresponding to the 
preferences and stores in the personal profile database 27). 

24. As per claim 6, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick further teaches the method wherein: 
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the group of components includes at least three visual components and at least 
one audio component (see column 4, lines 44-55; where audio, video, graphic, 
animation and text format of advertisement is available but the group of component in 
any advertisement is as preferred by prospect stored in personal profile database). 

25. As per claim 7, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick further teaches the method wherein 

at least one of the components comprises a video clip and at least another of the 
components comprises an audio clip (see column 4, lines 44-55; where audio, video, 
graphic, animation and text format of advertisement is available but the group of 
component in any advertisement is as preferred by prospect which is stored in personal 
profile database). 

26. As per claim 8, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick further teaches the method wherein at least one of the components 
comprises: 

a video clip and at least another of the components comprises an audio clip, and 
at least a third component comprises a branding graphic distinct from both the video clip 
and the audio clip (see column 4, lines 44-55; where audio, video, graphic, animation 
and text format of advertisement is available but the group of component in any 
advertisement is as preferred by prospect stored in personal profile database). 

27. As per claim 10, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick in view Fuller et al. further teach the method wherein the step of 
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electronically transmitting comprises sending an e-mail through the Internet (see column 
1, lines 17-20) 

28. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dedrick 
(reference EE in the IDS submitted by the applicant) in view of Fuller et al. (reference A 
in attached PTO-892) as applied to claim 2 above and further in view of Makar et al. 
(reference B in attached PTO-892). 

29. As per claim 9. Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick in view of Fuller et al. do not teach the method wherein a variability in the 

group of components comprises a language employed on an audio clip . 

Makar et al. teach the method wherein a variability in the group of components 
comprises a language employed on an audio clip (see Fig. 27; column 21, lines 12-15; 
column 10, lines 4-8; where users have choice of selecting American, Spanish, 
German, Chinese and Russian languages on messages received from advertisers). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to add the method wherein a variability in the group of 
components comprises a language employed on an audio clip of Dedrick in view of 
Fuller et al, because Makar et al. teach that the users has final say in what is displayed 
from list of preferences (Makar et al., column 5, lines 31-33). 

30. Claims 11-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dedrick (reference EE in the IDS submitted by the applicant) in view of Fuller et al. 
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(reference A in attached PTO-892) as applied to claim 2 above and further in view of 
Roth et al. (reference C in attached PTO-892). 

31 . As per claim 1 1 , Dedrick in view of Fuller et al. teach claim 2 as described 
above. 

Dedrick in view of Fuller et al. do not teach the method wherein transmitting of at 
least 10% of the commercials occurs within 24 hours of their creation . 

Roth et al. teach the method wherein transmitting of at least 1 0% of the 
commercials occurs within 24 hours of their creation (see column 5, lines 46-63; column 
7, lines 26-33; where bids submitted by different advertisers are evaluated in real-time 
in order to determine which particular advertisement will be displayed to the consumer; 
transmission of all commercials occurs in real-time). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein transmitting of at least 
10% of the commercials occurs within 24 hours of their creation of Dedrick in view of 
Fuller et al. because Roth et al. teach that the transmitting commercial in real-time 
provides a very flexible system whereby advertisers can minimize cost and maximize 
effectiveness (Roth et al., column 2, lines 66-67). 

32. As per claim 12, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick in view of Fuller et al. do not teach the method wherein transmitting of at 

least 10% of the commercials occurs within 2 hours of their creation . 

Roth et al. teach the method wherein transmitting of at least 10% of the 
commercials occurs within 2 hours of their creation (see column 5, lines 46-63; column 
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7. lines 26-33; where bids submitted by different advertisers are evaluated in real-time 
in order to determine which particular advertisement will be displayed to the consumer; 
transmission of all commercials occurs in real-time). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein transmitting of at least 
10% of the commercials occurs within 2 hours of their creation of Dedrick in view of 
Fuller et al. because Roth et al, teach that the transmitting commercial in real-time 
provides a very flexible system whereby advertisers can minimize cost and maximize 
effectiveness (Roth et al., column 2, lines 66-67). 

33. As per claim 13, Dedrick in view of Fuller et al. teach claim 2 as described above. 

Dedrick in view of Fuller et al. do not teach the method wherein the step of 
creating comprises producing an average of at least one of the individualized 
commercials for every 500 of the targeted prospects . 

Roth et al. teach the method wherein the step of creating comprises producing 
an average of at least one of the individualized commercials for every 500 of the 
targeted prospects (see Fig. 1; column 4, lines 7-15; where individualized commercial is 
selected by bidding; each bidding includes a list of parameter which specify the 
particular type of viewer which advertiser want to reach (Examiner interprets cost of 
advertisement is inversely proportional to the number of prospects that can be reached 
for a commercial, i.e., advertiser will bid for less if it can reach larger population)). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein the step of creating 
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comprises producing an average of at least one of the individualized commercials for 
every 500 of the targeted prospects of Dedrick in view of Fuller et al. because Roth et 
al. teach that such incorporation would provides a very flexible system whereby 
advertisers can minimize cost and maximize effectiveness (Roth et al., column 2, lines 
66-67). 

34. As per claim 14, Dedrick in view of Fuller et al. teach claim 2 as described above. 

Dedrick in view of Fuller et al. do not teach the method wherein the step of 
creating comprises producing an average of at least one of the individualized 
commercials for even/ 50 of the targeted prospects . 

Roth et al, teach the method wherein the step of creating comprises producing 
an average of at least one of the individualized commercials for every 50 of the targeted 
prospects (see Fig. 1; column 4, lines 7-15; where individualized commercial is selected 
by bidding; each bidding includes a list of parameter which specify the particular type of 
viewer which advertiser want to reach (Examiner interprets cost of advertisement is 
inversely proportional to the number of prospects that can be reached for a commercial, 
i.e.. advertiser will bid for less if it can reach larger population and more for smaller 
population)). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein the step of creating 
comprises producing an average of at least one of the individualized commercials for 
every 50 of the targeted prospects of Dedrick in view of Fuller et al. because Roth et al. 



Application/Control Number: 09/980,528 Page 14 

Art Unit: 3691 

teach that such incorporation would provides a very flexible system whereby advertisers 
can minimize cost and maximize effectiveness (Roth et al., column 2, lines 66-67). 

35. As per claim 15, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick in view of Fuller et al. do not teach the method wherein the step of 

creating comprises producing an average of at least one of the individualized 
commercials for every 1 0 of the targeted prospects . 

Roth et al. teach the method wherein the step of creating comprises producing 
an average of at least one of the individualized commercials for every 10 of the targeted 
prospects (see Fig. 1; column 4, lines 7-15; where individualized commercial is selected 
by bidding; each bidding includes a list of parameter which specify the particular type of 
viewer which advertiser want to reach (Examiner interprets cost of advertisement is 
inversely proportional to the number of prospects that can be reached for a commercial, 
i.e., advertiser will bid for less if it can reach larger population and more for smaller 
population)). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein the step of creating 
comprises producing an average of at least one of the individualized commercials for 
every 10 of the targeted prospects of Dedrick in view of Fuller et al. because Roth et al. 
teach that such incorporation would provides a very flexible system whereby advertisers 
can minimize cost and maximize effectiveness (Roth et al., column 2, lines 66-67). 

36. As per claim 16, Dedrick in view of Fuller et al. teach claim 2 as described above. 
Dedrick further teaches the method wherein 
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the marketing characteristics include age, sex, and income (Dedrick, column 3, 
lines 44-46); 

at least one of the components is a video clip and at least another of the 
components is an audio clip (see column 4, lines 44-55; where audio, video, graphic, 
animation and text format of advertisement is available but the group of component in 
any advertisement is as preferred by prospect which is stored in personal profile 
database); and 

Dedrick in view of Fuller et al. do not teach the method wherein transmitting of at 
least 10% of the commercials occurs within 24 hours of their creation . 

Roth et al. teach the method wherein transmitting of at least 10% of the 
commercials occurs within 24 hours of their creation (see column 5, lines 46-63; column 
7, lines 26-33; where bids submitted by different advertisers are evaluated in real-time 
in order to detennine which particular advertisement will be displayed to the consumer; 
transmission of all commercials occurs in real-time). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein transmitting of at least 
1 0% of the commercials occurs within 24 hours of their creation of Dedrick in view of 
Fuller et al. because Roth et al. teach that the transmitting commercial in real-time 
provides a very flexible system whereby advertisers can minimize cost and maximize 
effectiveness (Roth et aL, column 2, lines 66-67). 

37. As per claim 17, Dedrick in view of Fuller et al. teach claim 15 as described 
above. 
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Dedrick in view of Fuller et al. do not teach the method wherein the step of 
producing comprises creating an average of at least one of the individualized 
commercials for every 500 of the targeted prospects . 

Roth et al. teach the method wherein the step of producing comprises creating 
an average of at least one of the individualized commercials for every 500 of the 
targeted prospects (see Fig, 1; column 4, lines 7-15; where individualized commercial is 
selected by bidding; each bidding includes a list of parameter which specify the 
particular type of viewer which advertiser want to reach (Examiner interprets cost of 
advertisement is inversely proportional to the number of prospects that can be reached 
for a commercial, i.e., advertiser will bid for less if it can reach larger population)). 

Therefore, it would be prima facie obvious to one of ordinary skill in the art at the 
time the invention was made to incorporate the method wherein the step of producing 
comprises creating an average of at least one of the individualized commercials for 
every 500 of the targeted prospects of Dedrick in view of Fuller et al. because Roth et 
al. teach that such incorporation would provides a very flexible system whereby 
advertisers can minimize cost and maximize effectiveness (Roth et al., column 2, lines 
66-67). 

Conclusion 

38. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosures. The following are pertinent to current invention, though not 
relied upon: 
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Gupta et al. (U.S. Patent No. 6,487,538) teach method and apparatus for local 
Internet advertising. 

McElfresh et al. (U.S. Patent No. 6.907,566) teach method and system for 
optimum placement of advertisement on webpage. 

Merriman et al. (U.S. Pub No. 2003/0028433) teach method of delivery, 
targeting, and measuring advertising over networks. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bijendra K, Shrestha whose telephone number is 
(571)270-1374. The examiner can nonnally be reached on Monday - Friday, 7:30 a.m - 
5 p.m, 2nd Friday OFF. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Nolan can be reached on (571)270-1358. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Infomnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (BBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Sen/ice Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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